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DETAILED ACTION 

1 . This action is responsive to communications: original application, filed 
09/11/2003. 

2. Claims 1-32 are pending in the case. Claims 1, 14, and 23 are independent 
claims. 



Claim Rejections ■ 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

5. Claim 1 recites the limitation locating information related to the annotation using 
the annotation and the context data; and collecting context data proximal to the 
annotation in lines 3-6. There is insufficient antecedent basis for this limitation in the 
claim because there is no mention of collecting context data prior to the step of locating 
information related to the annotation using the annotation and the context data. 

6. Claim 1 1 recites the limitation wherein the previous documents are limited to 
documents accessed within a specified time period. There is insufficient antecedent 
basis for this limitation in the claim, because claim 1 1 depends from claim 5 which 
depends from claim 1, neither of which recites previous documents. 
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7. In regard to dependent claims 2-13, claims 2-13 are rejected for fully 
incorporating the deficiencies of their base claim. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1, 2, 8, 10, 12-14, 19, 21, 23, 24, 26, and 28 are rejected under 35 
U.S.C. 102(b) as being anticipated by Price et al. (hereinafter "Price"), "Linking By 
Inlcing: Trailblazing In a Paper-like Hypertext", HyperText98, Pittsburgh, PA, 
copyright ACM 1998, p. 30-39. 

Independent claim 1 cites: A method, comprising: monitoring an electronic 
document for user annotations; recognizing entry of an annotation into the electronic 
document; locating information related to the annotation using the annotation and the 
context data; and collecting context data proximal to the annotation. 
Price teaches XLibris, a hypertext system using a paper document metaphor, i.e., an 
electronic document. Price teaches monitoring an electronic document for user 
annotations and recognizing entry of an annotation into the electronic document (p. 32, 
Fig. 2; p. 33, Col. 1, par. 2; p. 33, Col. 2, par. 4) because as a reader annotates a 
document the system performs queries and displays links to related pages (Fig. 3). The 
queries locate documents related to the annotation using the annotation and context 
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data proximal to the annotation, because each annotation is interpreted as a text 
selection and transformed into a list of word weights (p. 34, Col. 2, par. 5-p. 35, Col. 1, 
par. 2). Also see p. 35, "ink Anchors", where annotations are used to contextually link 
to nearby annotations or relevant annotations. 

Regarding dependent claim 2, Price teaches extracting words from text 
proximal to the annotation (p. 34, Col. 1, par. 2-3). 

Regarding dependent claim 8, Price teaches searching the electronic 
document for tenns that match or are similar to the annotation (p. 35, "Ink Anchors"). 

Regarding dependent claims 10 and 12, Price teaches that tapping on a 
source ink anchor, i.e., annotation, produces a list of clippings that contain matching 
target ink anchors, or clippings of documents that correspond to multiple annotations 
made by the reader (p. 35, "InljT^nchors", especially Col. 1 , par. 7). Price teaches 
detemriining keywords from annotations made by the user. 

Regarding dependent claim 13, Price teaches that an annotation comprises a 
circled phrase (p. 34, par. 2). 

Independent claim 14 cites: A system, comprising: an annotation monitoring 
module configured to monitor an electronic document for entry of an annotation; an 
extraction module configured to collect context data that appears near an annotation 
entered into the electronic document and to extract one or more keywords from the 
context data; an information processing module configured to utilize the annotation and 
the keywords to locate related content. 

Price teaches XLibris, a hypertext system using a paper document metaphor, i.e., an 
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electronic document. Price teaches monitoring an electronic document for user 
annotations and recognizing entry of an annotation into the electronic document (p. 32, 
Fig. 2; p. 33, Col. 1, par. 2; p. 33, Col. 2, par. 4) because as a reader annotates a 
document the system performs queries and displays links to related pages (Fig. 3). The 
queries locate documents related to the annotation using the annotation and context 
data proximal to the annotation, because each annotation is interpreted as a text 
selection and transformed into a list of word weights (p. 34, Col. 2, par. 5-p. 35, Col. 1, 
par. 2). Also see p. 35, "Ink Anchors", where annotations are used to contextually link 
to nearby annotations or relevant annotations. Price teaches search and extraction 
modules (p. 35-36, "Implementation"). 

Regarding dependent claim 19, Price teaches extracting keywords from text 
near to the annotation (p. 34, Col. 1, par. 2-3). 

Regarding dependent claim 21, Price teaches that tapping on a source Ink 
anchor, i.e., annotation, produces a list of clippings that contain matching target ink 
anchors, or clippings of documents that correspond to multiple annotations made by the 
reader (p. 35, "Ink Anchors", especially Col. 1, par. 7). Price teaches determining 
keywords from annotations made by the user. 

Independent claim 23 cites: One or more computer-readable media containing 
computer-executable instructions that, when executed on a computer, perform the 
following steps: recognizing an annotation entered into an electronic document by a 
user; collecting context data related to the location of the annotation; 
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Price teaches XLIbris, a hypertext system using a paper document metaphor, i.e., an 
electronic document. Price teaches monitoring an electronic document for user 
annotations and recognizing entry of an annotation into the electronic document (p. 32, 
Fig. 2; p. 33, Col. 1, par. 2; p. 33, Col. 2, par. 4) because as a reader annotates a 
document the system performs queries and displays links to related pages (Fig. 3). The 
queries locate documents related to the annotation using the annotation and context 
data proximal to the annotation, because each annotation is interpreted as a text 
selection and transformed into a list of word weights (p. 34, Col. 2, par. 5-p. 35, Col. 1, 
par. 2). Also see p. 35, "Ink Anchors", where annotations are used to contextually link 
to nearby annotations or relevant annotations. 

Claim 23 also cites: and locating additional content that may be of interest to the 
user by executing a search with one or more words indicated by the annotation and one 
or more keywords derived from the context data. 

Price teaches that annotations that select a phrase result in weighted queries based on 
the entire surrounding sentence with the emphasis on the selected words (p. 34, Col. 1, 
par. 2), resulting in a query for a search with words indicated by the annotation and 
keywords derived from the context. 

Regarding dependent claim 24, Price teaches that an annotation comprises a 
circled phrase (p. 34, par. 2). 

Regarding dependent claim 26, Price teaches locating keywords on the target 
page, which may be a page of the document (p. 34, par. 1). 
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Regarding dependent claim 28, Price teaches that tapping on a source ink 
anchor, i.e., annotation, produces a list of clippings that contain matching target ink 
anchors, or clippings of documents that correspond to multiple annotations made by the 
reader (p. 35, "Ink Anchors", especially Col. 1, par. 7; Fig. 6). Price teaches determining 
keywords from annotations made by the user. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which fonns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 3, 4, 9, 16-18, 20, 25, 27, and 30 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Price as applied to claims 1, 2, 8, 10, 12-14, 19, 21, 23, 
24, 26, and 28 above, and further in view of Haveliwala et al. (hereinafter 
"Haveliwala"), "Evaluating Strategies for Similarity Search on the Web", 
WWW2002, May 2002, p. 432-442. 

Regarding dependent claim 3, while Price teaches a hypertext application, 
Price does not explicitly teach locating objects near to an annotation object in a 
document object model (DOM) associated with the annotation. However, Haveliwala 
teaches locating objects near to an object, i.e., anchor, in an associated DOM (p. 432, 
Col. 2, par. 4-p. 433, par. 2) because Haveliwala teaches locating objects in an HTML 
page. Both Price and Haveliwala are analogous art because both are directed toward 
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relevance searching of documents based on keyword weight. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to apply Haveliwala 
to Price, because Haveliwala presents an efficiency comparison of similarity search 
algorithms which produce a ranked listing of documents similar to that document 
(Haveliwala, p. 432, Introduction, par. 1), which would improve the efficiency of the 
ranked listing of relevant documents in the reading list disclosed by Price (p. 34, Col. 2, 
par. 2-4). 

Regarding dependent claim 4, while Price teaches interpreting each annotation 
as a text selection transformed into a list of word weights, Price does not explicitly teach 
defining a first and second distance from the annotation and weighting keywords 
accordingly. Haveliwala teaches defining a first and second distance from an anchor by 
setting a bounding window size and selecting the keywords within (p. 435, Sect. 3.1). 
Haveliwala teaches weighting terms, i.e., keywords, based on their distance from the 
anchor (p. 437, Sect. 5.2, par. 1) with terms having a greater weight according to the 
distance from the anchor, as shown in the logarithmic calculation. Haveliwala teaches 
locating relevant documents related to the anchor utilizing the weighted keywords. Both 
Price and Haveliwala are analogous art because both are directed toward relevance 
searching of documents based on keyword weight. It would have been obvious to one 
of ordinary skill in the art at the time of the invention to apply Haveliwala to Price, 
because Haveliwala presents an efficiency comparison of similarity search algorithms 
which produce a ranked listing of documents similar to that document (Haveliwala, p. 
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432, Introduction, par. 1), which would improve the efficiency of the ranked listing of 
relevant documents in the reading list disclosed by Price (p. 34, Col. 2, par. 2-4). 

Regarding dependent claim 9, while Price does not explicitly teach searching 
remote sites for documents containing terms that match or are similar to the annotation, 
Haveliwala teaches searching the web for documents containing similarity terms with 
anchors (Abstract). Both Price and Haveliwala are analogous art because both are 
directed toward relevance searching of documents based on keyword weight. It would 
have been obvious to one of ordinary skill in the art at the time of the invention to apply 
Haveliwala to Price, because Haveliwala presents an efficiency comparison of similarity 
search algorithms which produce a ranked listing of documents similar to that document 
(Haveliwala, p. 432, Introduction, par. 1), which would improve the efflciency of the 
ranked listing of relevant documents in the reading list disclosed by Price (p. 34, Col. 2, 
par. 2-4). 

Regarding dependent claim 16, while Price teaches interpreting each 
annotation as a text selection transformed into a list of word weights. Price does not 
explicitly teach weighting each keyword according to a relative distance that the 
keyword is from the annotation. Haveliwala teaches defining a relative distance from an 
anchor by setting a bounding window size and selecting the keywords within (p. 435, 
Sect. 3.1). Haveliwala teaches weighting terms, i.e., keywords, based on their distance 
from the anchor (p. 437, Sect. 5.2, par. 1) with temis having a greater weight according 
to the relative distance from the anchor, as shown in the logarithmic calculation. 
Haveliwala teaches locating relevant documents related to the anchor utilizing the 
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weighted keywords. Both Price and Haveliwala are analogous art because both are 
directed toward relevance searching of documents based on keyword weight. It would 
have been obvious to one of ordinary skill in the art at the time of the invention to apply 
Haveliwala to Price, because Haveliwala presents an efficiency comparison of similarity 
search algorithms which produce a ranked listing of documents similar to that document 
(Haveliwala, p. 432, Introduction, par. 1), which would improve the efficiency of the 
ranked listing of relevant documents in the reading list disclosed by Price (p. 34, Col. 2, 
par. 2-4). 

Regarding dependent claims 17 and 18, while Price does not explicitly teach 
that the results of the search are re-ranked according to the weighted keywords, 
Haveliwala teaches an algorithm to generate a document similarity index (p. 439, Sect. 
6.2). Haveliwala teaches generating a query derived from the anchor and weighted 
keywords (p. 439, Fig. 11). It would have been obvious to one of ordinary skill in the art 
at the time of the invention that the document similarity index could be used to order or 
rank the search results according to the weighted keywords. Both Price and Haveliwala 
are analogous art because both are directed toward relevance searching of documents 
based on keyword weight. It would have been obvious to one of ordinary skill in the art 
at the time of the invention to apply Haveliwala to Price, because Haveliwala presents 
an efficiency comparison of similarity search algorithms which produce a ranked listing 
of documents similar to that document (Haveliwala, p. 432, Introduction, par. 1), which 
would improve the efficiency of the ranked listing of relevant documents in the reading 
list disclosed by Price (p. 34. Col. 2, par. 2-4). 
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Regarding dependent claim 20, while Price does not explicitly teach that the 
related content located by the information processing module comprises documents on 
a network that contain one or more of the keywords, IHaveliwala teaches searching the 
web for documents containing similarity terms with anchors (Abstract). Both Price and 
Haveliwala are analogous art because both are directed toward relevance searching of 
documents based on keyword weight. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to apply Haveliwala to Price, because 
Haveliwala presents an efficiency comparison of similarity search algorithms which 
produce a ranked listing of documents similar to that document (Haveliwala, p. 432, 
Introduction, par. 1), which would improve the efficiency of the ranked listing of relevant 
documents in the reading list disclosed by Price (p. 34, Col. 2, par. 2-4). 

Regarding dependent claim 25, claim 25 is directed toward substantially similar 
subject matter as claimed In dependent claim 3, and is rejected along the same 
rationale. 

Regarding dependent claim 27, claim 27 is directed toward substantially similar 
subject matter as claimed in dependent claim 20, and is rejected along the same 
rationale. 

Regarding dependent claim 30, claim 30 is directed toward substantially similar 
subject matter as claimed in dependent claim 17, and is rejected along the same 
rationale. 
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12. Claims 5-7, 1 1, 15, 22, and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Price as applied to claims 1, 2, 8, 10, 12-14, 19, 21, 23, 24, 26, 
and 28 above, and further in view of Szabo et al. (hereinafter "Szabo"), U.S. Patent 
No. 6,868,525, issued March 2005. 

Regarding dependent claims 5-7, while Price teaches deriving search terms, 
Price does not explicitly teach comparing the search terms to a history of search terms; 
and weighting each of the search tenns according to whether a particular search tenn is 
included in the history of search terms, a higher weight being assigned to a search term 
that is included in the history of search terms. However, Szabo teaches comparing a 
search term to a history of search terms used by a particular user or group of users and 
weighting the search terms accordingly (Col. 11,1. 12-44) in the form of adaptive 
navigation support (Col. 14, 1. 1-30; Col. 32, 1. 15-30) and weighted search (Col. 41, i. 
41-Col. 42, 1. 16). Both Price and Szabo are analogous art since both are directed 
toward keyword search of hypertext documents. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to apply Szabo to Price so that Price 
would have the benefit of an intelligent agent system with user profile information (Col. 
33, 1. 33-54), thereby improving the efficiency of document retrieval in the hypertext 
system disclosed by Price. 

Regarding dependent claim 11, while Price does not explicitly teach that the 
previous documents are limited to documents accessed within a specified time period, 
Szabo teaches using a user profile to set arbitrary limits in the access of documents 
(Col. 40, 1. 15-56). and setting preferences in the access of documents from a database. 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
that the database query formulation and user profile taught by Szabo would allow a 
search query for previous documents to be limited to documents accessed within a 
specified time period, since page access information was normally maintained in user 
profiles at the time of the invention. Both Price and Szabo are analogous art since both 
are directed toward keyword search of hypertext documents. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to apply Szabo to 
Price so that Price would have the benefit of an intelligent agent system with user profile 
information (Col. 33, 1. 33-54), thereby improving the efficiency of document retrieval in 
the hypertext system disclosed by Price. 

Regarding dependent claim 15, claim 15 is directed toward substantially similar 
subject matter as claimed in claim 5, and is rejected along the same rationale. 

Regarding dependent claim 22, while Price does not explicitly teach a user 
interface configured to present keywords to the user and provide for selection of none or 
one or more of the keywords by the user, Szabo teaches a user interface configured to 
present the user with keywords for a search query and provide for selection (Col. 18, 1. 
21-30). Both Price and Szabo are analogous art since both are directed toward 
keyword search of hypertext documents. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to apply Szabo to Price so that Price would 
have the benefit of an intelligent agent system with user profile information (Col. 33, 1. 
33-54), thereby improving the efficiency of document retrieval in the hypertext system 
disclosed by Price. 
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Regarding dependent claim 29, while Price does not explicitly teach deriving 
keywords from the context data by identifying words that frequently appear with the 
annotation in other documents accessed by the user, Szabo teaches comparing a 
search term to a history of search terms used by a particular user or group of users and 
weighting the search terms accordingly (Col. 11,1. 12-44) in the form of adaptive 
navigation support (Col. 14, 1. 1-30; Col. 32, 1. 15-30) and weighted search (Col. 41, 1. 
41 -Col. 42, 1. 16). Both Price and Szabo are analogous art since both are directed 
toward keyword search of hypertext documents. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to apply Szabo to Price so that Price 
would have the benefit of an intelligent agent system with user profile information (Col. 
33, 1. 33-54), thereby improving the efficiency of document retrieval and automatic query 
generation in the hypertext system disclosed by Price. 

13. Claims 31 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Price in view of Haveliwala as applied to claim 30 above, and further in view 
of Szabo. 

Regarding dependent claims 31 and 32, Price in view of Haveliwala does not 
explicitly teach referring to a keyword history list that includes keywords previously used 
by a current user, where weighting the keywords comprises assigning a higher weight to 
keywords included in the keyword history list. However, Szabo teaches comparing a 
search term to a history of search terms used by a particular user or group of users and 
weighting the search terms accordingly (Col. 11,1. 12-44) in the form of adaptive 
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navigation support (Col. 14, 1. 1-30; Col. 32, 1. 15-30) and weighted search (Col. 41, 1. 
41-Col. 42, 1. 16). Price, Havellwala, and Szabo are analogous art since all three 
inventions are directed toward keyword search of hypertext docunfients. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to apply 
Szabo to Price in view of Havellwala so that Price in view of Havellwala would have the 
benefit of an intelligent agent system with user profile information (Col. 33, 1. 33-54), 
thereby improving the efficiency of document retrieval in the hypertext system disclosed 
by Price. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Graham et al. U.S. Patent No. 6,457,026 issued September 2002 
Schuetze et al. U.S. Patent No. 6,941,321 issued September 2005 
Cullenetal. U.S. Patent No. 6,397,213 issued May 2002 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amelia Rutledge whose telephone number is 571-272- 
7508. The examiner can normally be reached on Monday - Friday 9:30 - 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Heather Herndon can be reached on 571-272-4136. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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